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DETAILED ACTION 

This application is a 371 (national stage application) of PCT/EP04/12330, filed on 
10/30/04, and claims foreign priority to Application No. 10353280.3, filed on 1 1/14/03, 
and Application No. 102004021564.2, filed on 5/3/04. 

Priority 

This application claims foreign priority to Application No. 10353280.3, filed on 11/14/03 
in Germany, and Application No. 102004021564.2, filed on 5/3/04 in Germany. Certified 
copies of both applications have been received and filed. However, both applications 
are in German, and are not accompanied by English translations. The examiner 
respectfully requests English translations of both applications, to determine the priority 
date of the instant application. Currently, the priority date and effective filing date given 
to the instant application is 10/30/04, which is the filing date of PCT/EP04/12330. 

Election/Restrictions 
1 . Applicant's election with traverse of the invention of Group I, claims 1-4 and 7, in 
the reply filed on 4/7/09 is acknowledged. The traversal is on the ground(s) that the 
composition of instant claim 1 is shared by all of the instant claims. Applicants also 
argue that the restriction requirement is improper, as there is not a clear case of lacking 
unity of invention, and that the reference of Lahm et. al. (WO 03/015519) does not 
anticipate instant claim 1. This argument is not found persuasive, as Lahm et. al. 
discloses a composition comprised of a compound of formula I, which shares the same 
species as that of formula I cited in the instant application (Abstract, p. 74, claim 1). For 
example, the compound, 3-bromo-N-[4-chloro-2-methyl-6- 
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{(methylamino)carbonyl]phenyl]-1-(3-chloro-2-pyridinyl)-1H-pyrazole-5^^ 
which is also known as coragen, is a species of formula I as taught by Lahm et. al. (p. 
23, Example 6), and is also a species of formula I of the instant application. Lahm et. al. 
also discloses that the compound species of general formula I are present in a 
composition with other biologically active agents, such as cyfluthrin (p. 75, claim 10, and 
p. 76, claim 12). Instant claim 1 cites that compounds of general formula I of the instant 
application are present in a composition with a pyrethroid compound. Cyfluthrin is a 
pyrethroid compound. Therefore, the composition of instant claim 1 is not novel, and 
does not present a contribution over prior art, as it is taught by Lahm et. al. 

The Applicant's argument regarding that the Restriction Requirement is not an 
Office Action on the merits is noted. However, to determine whether or not unity of 
invention is lacking requires determining if the invention(s) are novel or non-obvious 
over the prior art. Specifically, PCT Rule 13.2 states, "Where a group of inventions is 
claimed in one and the same international application, the requirement of unity of 
invention referred to in Rule 13.1 shall be fulfilled only when there is a technical 
relationship among those inventions involving one or more of the same or 
corresponding special technical features. The expression "special technical features" 
shall mean those technical features that define a contribution which each of the claimed 
inventions, considered as a whole, makes over the prior art". The special technical 
feature shared between Groups l-lll is the composition as cited in instant claim 1 . As 
Lahm et. al. discloses that a composition comprising a species compound of general 
formula I, such as coragen, are present along with other biologically active agents, such 
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as pyreth raids, the invention of instant claim 1 is not novel, and therefore lacks a special 
technical feature. As the special technical feature of instant claim 1 is lacking, the unity 
of invention between Groups l-lll is not present. 

In addition to the requirement for restriction, a request for a species election was 
made for formula I. The Applicants elected the species, 3-bromo-N-[4-chloro-2-methyl- 
6-{(methylamino)carbonyl]phenyl]-1-(3-chloro-2-pyridinyl)-1H-pyrazole-5-carboxamide, 
which is also known as coragen. 

The requirement is still deemed proper and is therefore made FINAL. 

2. Claims 5-6 are withdrawn from further consideration pursuant to 37 CFR 

1 .142(b), as being drawn to a nonelected invention, there being no allowable generic or 
linking claim. Applicant timely traversed the restriction (election) requirement in the reply 
filed on 4/7/09. 

35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

6. Claims 1-4, and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over WO 03/015518, in view of US 6,472,417 patent, and Colby, Weeds, pp. 20-22. 

7. Instant claim 1 cites a composition comprised of a synergistic combination of an 
anthranilamide of the general formula shown below, as well as a pyrethroid compound. 
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(I) 




R9 



Where X1=N, etc.; R1=H, etc.; R2=H, etc.; R3=C1-6 alkyl, etc.; R4=C1-6 alkyl, etc.; 
R5= halogen, etc.; R9=halogen, etc.; R7=halogen, etc.; R8=H, etc.; A1=0, etc.; A2=0, 
etc. The compound, coragen, is a species of formula I. For coragen, the substitutents 
are as follows: X1=N, R1=H, R2=H, R3=CH3, R4=CH3, R5=CI, R7=CI, R8=H, R9=Br, 
A1=0, and A2=0. 
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The WO '518 publication discloses a compound of formula I that is identical to the 
elected species compound, coragen, of which the structure is shown below (p. 42, 
Example 11): 
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The WO '518 publication also teaches that the compound disclosed above can be 
combined with other pesticidal agents, such as cyfluthrin (p. 142, claim 9). Cyfluthrin is 
a pyrethroid compound. 

8. Instant claim 2 cites the composition as stated in instant claim 1 , and also, that 
the compound of formula I is further defined below: 
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Where R2=H, etc.; R3= C1-6 alkyl, etc.; R5=halogen, etc.; R4=C1-4 alkyl, etc.; 
R7=halogen, etc.; R9=halogen, etc. 

For the species compound coragen, the substituents are as follows: R2=H, R3=CH3, 
R5=CI, R4=CH3, R9=Br, R7=CI. The WO '518 publication discloses a method of use 
comprised of coragen present in a composition (p. 3, lines 24-27, p. 42, Example 11, p. 
89, lines 2-4). 

9. Instant claim 3 cites the composition as stated in instant claim 1 or 2, and that the 
pyrethroid compound is selected from a list of compounds, including cyfluthrin. The WO 
'518 publication teaches that the disclosed compound can be combined with additional 
active agents, such as cyfluthrin (p. 142, claim 9). 

10. Instant claim 4 cites the composition as stated in instant claim 1 or 2, and that the 
compound of formula I, which includes the elected species, coragen, is combined with a 
pyrethroid compound in a ratio from 50:1 to 1 :5. The WO '518 publication teaches that 
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pyrethroid compounds, such as cyfluthrin, can be combined with the disclosed 
compound species coragen (p. 142, claim 9, p. 42, Example 11). 

1 1 . Instant claim 7 cites the composition as stated in instant claim 3, and that the 
anthranilamide of formula I and a pyrethroid compound are combined in a ratio from 
50:1 to 1 :5. The WO '518 publication discloses that compounds identical to the species 
compound of formula I, such as coragen, can be combined with cyfluthrin (p. 42, 
Example 1 1 , and p. 142, claim 9). Cyfluthrin is a pyrethroid. 

12. Regarding instant claims 1 -4 and 7, the WO '51 8 publication teaches that the 
species of formula I, such as coragen, can be combined with a pyrethroid such as 
cyfluthrin (p. 42, Example 1 1 , and p. 142, claim 9). However, the WO '518 publication 
does not explicitly state that coragen is present in a composition with or used as a 
pesticide with just a pyrethroid such as cyfluthrin. The WO '518 publication teaches that 
other compounds, in addition to pyrethroids such as cyfluthrin, can be combined with 
coragen, and other species of formula I. 

1 3. The US '41 7 patent teaches that the combination of N-phenyl pyrazole 
derivatives with pyrethroid compounds, such as cyfluthrin, result in a synergistic 
pesticidal effect (column 1 , lines 27-39, and lines 43-49). Coragen is an N-phenyl 
pyrazole derivative. The N-phenyl pyrazole derivatives taught by the US '417 patent for 
combination with pyrethroid compounds have different substituents from coragen; 
however, the patent itself is titled "Synergistic Pesticidal Composition of Pyrethroid and 
N-Phenyl Pyrazole". The title of the US '417 patent itself implies that different 
derivatives of pyrazole, and not just pyrazole itself, would have a synergistic effect when 



Application/Control Number: 10/579,076 Page 1 1 

Art Unit: 4121 

combined with pyrethoid compounds. Furthermore, the N-phenyl pyrazole compound 
derivatives taught by the US '417 patent and coragen both serve as pesticides. As the 
N-phenyl pyrazole derivatives taught by the US '417 patent and coragen both function 
as pesticides and are N-phenyl pyrazole compounds, it would have been obvious that 
other derivatives, such as coragen, could be combined with pyrethoid compounds for a 
synergistic effect. Additionally, the WO '518 publication also teaches that coragen is a 
potent pesticide, yet provides significant protection to plants (p. 115, compound 531 , p. 
1 28, lines 7-8 and 25, p. 1 29, lines 1 0-1 1 and 27, p. 1 31 , lines 20 and 22, p. 1 36, lines 
1-8). Therefore, it would have been prima facie obvious to one of ordinary skill in the art 
at the time the invention was made to prepare a composition and use a composition 
comprised of coragen, and cyfluthrin, because the WO '518 publication teaches that 
coragen can be combined with pyrethroid compounds such as cyfluthrin, and the US 
'417 patent teaches that compositions comprised of N-phenyl pyrazole derivatives and 
pyrethoids create a synergistic insecticidal effect. 

14. Regarding instant claims 4 and 7, the WO '51 8 publication and the US '41 7 
patent do not in combination teach that the ratio of the compound of formula I to the 
pyrethroid compound, such as cyfluthrin, is from 50:1 to 5:1. 

1 5. Colby teaches that a synergistic ratio of herbicide compounds present in a 
composition can be determined through the following equation: E = X + Y -(XY/100); in 
which E=the expected percent inhibition of growth by herbicides; X=the percent 
inhibition of growth by herbicide X in units of lb/A; Y=the percent inhibition of growth by 
herbicide Y in units of lb/A (p. 20, left column, last paragraph). If the actual response of 
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inhibition is greater than the calculated response, E, the combination is synergistic (p. 
20, right column, first paragraph). The formula disclosed by Colby is therefore used to 
determine whether a ratio of pesticidal compounds, in combination, results in a 
synergistic effect. The formula can also be expanded to include more than 2 
compounds (p. 21, left column, first equation). While Colby discloses the formula for use 
in determining a synergistic herbicide combination, it would have been obvious that the 
formula could have also been applied to pesticides. It would also have been obvious for 
one of ordinary skill in the art to optimize the ratios of coragen and cyfluthrin based 
upon the synergistic effect calculated by Colby's formula, and to determine which ratios 
would provide maximum synergy. Therefore, it would have been prima facie obvious to 
one of ordinary skill in the art at the time the invention was made that a method of use 
and composition comprised of coragen and cyfluthrin would be combined in a ratio from 
50:1 to 5:1 to achieve a synergistic effect, as the WO '518 publication and the US '417 
patent in combination teach that coragen and cyfluthrin are combined to produce a 
synergistic pesticidal effect, and Colby teaches how to calculate a synergistic effect. 
Application of the formulas disclosed by Colby would have resulted in the ratios 
disclosed by the instant claims. 

Obviousness Type Double Patenting 

16. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

17. Claims 1-3, and 5-6 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 6-7, and 9-10 of 
copending Application No. 10/578512, in view of US 6,472,417 patent. 
This is a provisional obviousness-type double patenting rejection. 



18. Instant claim 1 cites a composition comprised of an anthranilamide of formula I, 
and at least one pyrethroid compound. Instant claim 6 of co-pending application number 
10/578512 cites a composition as stated in claim 1, 2, 3, 4, or 5, comprising at least one 
anthranilamide of general formula II. The anthranilamide cited in instant claim 1 and the 
anthranilamide cited in claim 6 of co-pending application number 10/578512 are of the 
same general formula, with the same possible substituents. Instant claim 1 , from which 
claim 6 is dependent upon, of co-pending application number 10/578512, cites that the 
composition is comprised of a list of possible compound, including bifenthrin, which is a 
pyrethroid. The US '417 patent teaches that bifenthrin, in combination with N- 
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phenylpyrrole derivatives, produces a synergistic pesticidal effect (Title, column 1, lines 
27-39, and column 2, lines 54-56). As such, it would have been obvious to combine 
anthranilamides of formula II as cited by claim 6 of application number 10/578512 with 
bifenthrin. Therefore, instant claim 1 and claim 6 of the co-pending application number 
10/578512 cite the same embodiments. 

1 9. Instant claim 2 cites the composition as stated in instant claim 1 , and that the 
anthranilamide is of general formula (1-1). Claim 7 of co-pending application number 
10/578512 cites a composition comprised of an anthranilamide of formula (11-1), as well 
as the composition as stated in claims 1 , 2, 3, 4, or 5. The anthanilamide formulas 1-1 
and 11-1 are identical, with the same possible substituents. Claim 1 of co-pending 
application number 10/578512 cites that the compound bifenthrin, among other possible 
compounds, is present. The US '417 patent teaches that bifenthrin, in combination with 
N-phenylpyrrole derivatives, produces a synergistic pesticidal effect (Title, column 1 , 
lines 27-39, and column 2, lines 54-56). As such, it would have been obvious to 
combine anthranilamides of formula II as cited by claim 6 of application number 
10/578512 with bifenthrin. As bifenthrin is a pyrethroid, instant claim 2 and claim 7 of co- 
pending application number 10/578512 overlap in scope. 

20. Instant claim 3 cites the composition as stated in instant claim 1 or 2, and that the 
pyrethroid compound is selected from a list of compounds, including bifenthrin. Claim 7 
of co-pending application number 10/578512 cites the composition as stated in claim 1, 
2, 3, 4, or 5, which further comprises the anthranilamide of general formula 11-1 . The 
anthranilamide compounds of instant claim 3 and claim 7 of co-pending application 
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number 10/578512 are identical, and claim 1 of the co-pending application cites that the 
composition is comprised of bifenthrin, among other possible compounds. The US '417 
patent teaches that bifenthrin, in combination with N-phenylpyrrole derivatives, 
produces a synergistic pesticidal effect (Title, column 1, lines 27-39, and column 2, lines 
54-56). As such, it would have been obvious to combine anthranilamides of formula II 
as cited by claim 6 of application number 10/578512 with bifenthrin. Therefore, instant 
claim 3 and claim 7 of the co-pending application overlap in s scope. 

21 . Instant claim 5 cites a method of controlling pests which comprises 
administration of a compound of general formula I and at least one pyrethroid 
compound. Claim 9 of co-pending application number 10/578512 cites the use of a 
synergistic mixture as stated in claims 1-7. Claim 1 of the co-pending application cites a 
composition comprised of a selection of compounds, which includes bifenthrin, while 
claim 7 cites that the composition is further comprised of an anthranilamide of general 
formula 11-1 . The US '417 patent teaches that bifenthrin, in combination with N- 
phenylpyrrole derivatives, produces a synergistic pesticidal effect (Title, column 1, lines 
27-39, and column 2, lines 54-56). As such, it would have been obvious to combine 
anthranilamides of formula II as cited by claim 6 of application number 10/578512 with 
bifenthrin. The compound of general formula I as cited in the instant claim includes 
compounds of general formula 11-1. As bifenthrin is a pyrethroid, instant claim 5 and 
claim 9 overlap in scope. 

22. Instant claim 6 cites a process of preparing pesticides, which comprises mixing of 
the composition as stated in instant claim 1 or 2, along with extenders and/or 
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surfactants. Claim 10 cites a process of preparing pesticides, which comprises mixing 
the composition as stated in claims 1-7 with extenders and/or surfactants. Claim 7 of the 
co-pending application, as discussed supra, cites the composition comprised of an 
anthranilamide of general formula 11-1, as well as bifenthrin of claim 1 . Therefore, instant 
claim 6 and claim 10 of co-pending application number 10/578512 overlap in scope. 



Information Disclosure Statements 

23. The information disclosure statement (IDS) submitted on 1 1/28/06, and 7/31/07 
were filed. The submission is in compliance with the provisions of 37 CFR 1 .97. 
Accordingly, the information disclosure statement is being considered by the examiner. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to SARAH PIHONAK whose telephone number is 
(571)270-7710. The examiner can normally be reached on Monday-Thursday 7:00 AM 
- 5:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patrick Nolan can be reached on (571)272-0847. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

S.P. 

/Patrick J. Nolan/ 

Supervisory Patent Examiner, Art Unit 4121 



